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DETAILED ACTION 



Status of Claims 



1. 



This First Office action is in reply to the Application filed on 29 October 2003. 



2. 



Claims 1-20 are currently pending and have been examined. 



Claim Rejections - 35 USC § 112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 12-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 recites in the preamble a "computerized system", with the computerized system comprising the 
single element of a user computer. The body of the claim further recites that the user computer accesses 
documents stored at the computerized system. First, it is unclear what the structure of the claim is, since 
the claim sets forth that the system is made up a user computer, but then states that this computer interacts 
with the system, (which by the claim language appears to be itself). Further, it is unclear what the scope of 
the system is, since a system is a combination of software and hardware components, and claim recites a 
single computer. Claims 13-20 depend from claim 12 and therefore contain the same deficiencies. 
Clarification is required. For examination purposes, the Examiner will interpret the first limitation as data 
being collected and maintained on the computerized system. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Perry et al (Perry) (U.S. Pub. 
No. 2002/0082882). 

With regard to Claims 1 and 12, Perry teaches in a computerized system, a method and computer 
system (see at least the Abstract) to analyze (detailed analysis) a proposed venture (proposal, venture) 
transaction between at least two entities (acquisitions of other companies, mergers with oilier companies) 
(see at least paragraph 0059) to predict (to project the most accurate forecast of the proposal) information 
technology (information technology services) (see at least paragraph 0025) capabilities of an entity formed 
according to the proposed venture transaction, the method comprising (detailed analysis of the assets of the 
firm or portion thereof to be merged or acquired) (see at least paragraph 0059) : 

• collecting data (deal components) regarding the information technology capabilities of the 
entities (see at least paragraphs 0046-0047). 

• accessing a computerized system (client database) to review one or more of a number of 
electronically accessible documents maintained on the computerized system (information in a 
computerized system) (see at least paragraphs 0046-0048). 

• analyzing the collected data to determine which of the information technology capabilities of 
each entity are to comprise the information technology capabilities of the entity formed 
according to the proposed venture transaction (once the user has entered the necessary 
information, and a computer has completed its evaluation, the computer will output the data 
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of a completed evaluation 99) wherein one of the electronically accessible documents 
provides instructions to facilitate analyzing the collected data (deal shaper questions, 
questions in the form of a template) (see at least paragraphs 0048-0054). 



• recommending whether to proceed with the proposed venture transaction based upon the 
information technology capabilities of the entity formed according the proposed venture 
transaction (calculates an advantage to the proposer of going forward with the proposal) (see 
at least paragraph 0006). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

7. Claims 2-11 and 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Perry as applied to 
claims 1 and 12 above, and further in view of Johnson et al (Johnson) ("eMerge™ by Arthur 
Andersen... Web-based Software Supports Hospitality M&A Best Practices", Ideas & Trends, Hotel 



Online, February 1999). 
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With regard to Claims 2 and 13, Perry teaches the method and computer system of Claims 1 and 
12 above. Perry does not specifically teach recommending tin implementation plan for use in transferring 
the information technology capabilities of each entity which are to comprise the information technology 
capabilities of the entity formed according to the proposed venture transaction, wherein the 
implementation plan is recommended in accordance with analysis instructions provided in an 
implementation plan document electronically maintained in the computerized system and only after 
recommending to proceed with the proposed venture transaction. Johnson teaches (a technology tool [that] 
facilitates knowledge sharing and collaboration and enables real-time review and coordination of 
transaction documentation) (see the fourth paragraph of the Article) recommending an implementation 
(integration) plan for use in trans/erring the inforiintlion technology capahi lilies of each entity which are to 
comprise the information technology capabilities of the entity formed according to the proposed venture 
transaction (original merger and acquisition strategy) (see the paragraphs under Integration), wherein the 
implementation plan is recommended in accordance with analysis instructions provided in an 
implementation plan document electronically maintained in the computerized system and only after 
recommending to proceed (after an agreement in principle is reached, a more formal, comprehensive due 
diligence process should commence) (see second paragraph under Execution) with the proposed venture 
transaction in analogous art of a merger and acquisition best practice methodology for the purposes of, "the 
failures that manifest themselves during the integration phase often can be identified and addressed with 
foresight during the planning and execution process" (see the first paragraph under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of increased 
success and on-time integration (Johnson, see Integration). 
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With regard to Claims 3 and 14, Perry teaches recommending execution of an venture transaction 
agreement prior to recommending the implementation plan, wherein the venture transaction agreement (an 
alliance results in a "preferred implementor" agreement which can be leveraged to sell future services 
deals) (see at least paragraph 0027) is relied upon by the entities to conduct the proposed venture 
transaction and determined in accordance with analysis instructions provided in a negotiate binding 
agreements (Contractual agreements may provide for limits) (see at least paragraphs 0033-0034) document 
electronically maintained in the computerized system. 

With regard to Claims 4 and 15, Perry teaches recommending adequate transition capabilities and 
security (some form of insurance may be provided) are in-place prior to recommending execution of the 
venture transaction agreement (to avoid risks and actual losses is to have a thorough understanding of the 
proposal, evaluation of the risks brings us back to the task of gathering information on the opportunity at 
hand) (see at least paragraphs 0029-0034), wherein the transition capabilities and security are 
recommended to be in-place in accordance with analysis instructions provided in an establish transition 
capabilities and security document electronically maintained in the computerized system. 

With regard to Claims 5 and 16, Perry leaches recommending transition costs (cost drivers) and 
risks (risks) are containable (how the fixed costs will be covered and who will cover them) prior to 
recommending adequate transition capabilities and security are in-place, wherein the transition costs and 
risks are recommended to be containable in accordance with analysis instructions provided in a complete 
preparation document electronically maintained in the computerized system (see at least paragraphs 0033- 
0034). 

With regard to Claims 6 and 17, Perry does not specifically teach recommending an analysis team 
as being formed and funded prior to recommending transition cost and risks are containable, wherein the 
analysis team is recommended to be formed and funded in accordance with analysis instructions provided 
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in a pre-preparation document electronically maintained in the computerized system. Johnson teaches 
recommending an analysis team as being formed and funded prior to recommending transition cost and 
risks are containable, wherein the analysis team (dedicated cross-functional team) is recommended to be 
formed and funded in accordance with analysis instructions (devote undivided attention to integrating an 
acquisition, coordinated with transaction objectives) provided in a pre-preparation document electronically 
maintained in the computerized system in analogous art of a merger and acquisition best practice 
methodology for the purposes of, "success in integration" (see the second paragraph under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of increased 
success and on-time integration (Johnson, see Integration). 

With regard to Claims 7 and 18, Perry teaches recommending to transfer knowledge (internal 
knowledge exchange or database 53) to the computerized system, wherein the transferred knowledge 
comprises additional documentation having analysis instructions for use in adding to the analysis 
instructions maintained by the computerized system (specific to a given potential customer or to a particular 
type of deal) (see at least paragraph 0042-0044). 



With regard to Claims 8 and 19, Perry does not specifically teach wherein the analysis instructions 
provided by the pre-preparation document relate to instructions to facilitate analyzing pre-agreement 
actions, a deal and corporate vision, a venture team transition plan, and a governance structure. Johnson 
teaches wherein the analysis instructions provided by the pre-preparation document relate to instructions 
to facilitate analyzing pre-agreement actions (original merger and acquisition strategy), a deal and 
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corporate vision (new mission and business plan to support that mission), a venture team transition plan 
(cross-functional integration team), and a governance structure (Property Management, POS, ERP, HR) in 
analogous art of a merger and acquisition best practice methodology for the purposes of, "how the 
organization will integrate brands, build market presence and refine service and product offerings" (see the 
fourth paragraph under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinaiy skill in the ail would have been motivated to do so for the benefit of integrating the 
entities by implementing 'best practices'" (Johnson, see Integration). 

With regard to Claim 9, Perry does not specifically teach wherein the analysis instructions 
provided by the complete preparation document relate to instructions to facilitate analyzing an information 
technology vision, a transition strategy, and a high level cost roadmap. Johnson teaches wherein the 
analysis instructions provided by the complete preparation document relate to instructions to facilitate 
analyzing an information technology vision (new mission and business plan to support that mission) (see 
paragraphs under Integration), a transition strategy (transition team), and a high level cost roadmap 
(Financial metrics) (see paragraphs under Evaluation) in analogous art of a merger and acquisition best 
practice methodology for the purposes of, "Evaluation involves identifying and prioritizing the vital 
measures required to determine merger and acquisition success. It should consist of both hard and soft 
measures and tie back to the company's original strategic objectives" (see paragraphs under Evaluation). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of better success 
by identifying and prioritizing the vital measures required to determine the merger and acquisition" 
(Johnson, see Evaluation). 
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With regard to Claim 10, Perry teaches wherein the analysis instructions provided by the negotiate 
binding agreements document relate to instructions to facilitate analyzing an information technology 
capabilities agreement (Contractual agreements may provide for limits) (see at least paragraphs 0033- 
0034). 

With regard to Claim 11, Perry does not specifically teach wherein the analysis instructions 
provided the implementation document relate to instructions to facilitate analyzing day-one launch 
requirements and work plan, day-one solutions, and closure of a venture team project. Johnson teaches 
wherein the analysis instructions provided the implementation document relate to instructions to facilitate 
analyzing day-one launch requirements and work plan, day-one solutions, and closure of a venture team 
project in analogous art of a merger and acquisition best practice methodology for the purposes of, "A 
formal master integration plan should be established with dependencies and timeframes attached" (see 
paragraphs under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of improving the 
degree of integration of a company's merger and acquisition strategy (Johnson, see Integration). 

With regard to Claim 20, With Perry teaches in a computerized system, a method and computer 
system (see at least the Abstract) to analyze (detailed analysis) a proposed venture (proposal, venture) 
transaction between at least two entities (acquisitions of other companies, mergers with other companies) 
(see at least paragraph 0059) to predict (to project the most accurate forecast of the proposal) information 
technology (information technology services) (see at least paragraph 0025) capabilities of an entity formed 
according to the proposed venture transaction, the method comprising (detailed analysis of the assets of the 
firm or portion thereof to be merged or acquired) (see at least paragraph 0059) : 

• collecting data (deal components) regarding the information technology capabilities of the 
entities (see at least paragraphs 0046-0047). 
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• accessing a computerized system (client database) to review one or more of a number of 
electronically accessible documents maintained on the computerized system (information in a 
computerized system) (see at least paragraphs 0046-0048). 

• analyzing the collected data to determine which of the information technology capabilities o f 
each entity are to comprise the information technology capabilities of the entity formed 
according to the proposed venture transaction (once the user has entered the necessary 
information, and a computer has completed its evaluation, the computer will output the data 
of a completed evaluation 99) wherein one of the electronically accessible documents 
provides instructions to facilitate analyzing the collected data (deal shaper questions, 
questions in the form of a template) (see at least paragraphs 0048-0054). 

• recommending whether to proceed with the proposed venture transaction based upon the 
information technology capabilities of the entity formed according the proposed venture 
transaction (calculates an advantage to the proposer of going forward with the proposal) (see 
at least paragraph 0006). 

Perry does not specifically teach recommending an implementation plan for use in transferring 
the information technology capabilities of each entity which are to comprise the information technology 
capabilities of the entity formed according to the proposed venture transaction, wherein the 
implementation plan is recommended in accordance with analysis instructions provided in an 
implementation plan document electronically maintained in the computerized system and only after 
recommending to proceed with the proposed venture transaction. Johnson teaches (a technology tool [that] 
facilitates knowledge sharing and collaboration and enables real-time review and coordination of 
transaction documentation) (see the fourth paragraph of the Article) recommending an implementation 
(integration) plan for use in transferring the information technology capabilities of each entity which are to 
comprise the information technology capabilities of the entity formed according to the proposed venture 
transaction (original merger and acquisition strategy) (see the paragraphs under Integration), wherein the 
implementation plan is recommended in accordance with analysis instructions provided in an 
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implementation plan document electronically maintained in the computerized system and only after 
recommending to proceed (after an agreement in principle is reached, a more formal, comprehensive due 
diligence process should commence) (see second paragraph under Execution) with the proposed venture 
transaction in analogous art of a merger and acquisition best practice methodology for the purposes of, "the 
failures that manifest themselves during the integration phase often can be identified and addressed with 
foresight during the planning and execution process" (see the first paragraph under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of increased 
success and on-time integration (Johnson, see Integration). 

Perry teaches recommending execution of an venture transaction agreement prior to 
recommending the implementation plan, 'wherein the venture transaction agreement (an alliance results in a 
"preferred implementor" agreement which can be leveraged to sell future services deals) (see at least 
paragraph 0027) is relied upon by the entities to conduct the proposed venture transaction and determined 
in accordance with analysis instructions provided in a negotiate binding agreements (Contractual 
agreements may provide for limits) (see at least paragraphs 0033-0034) document electronically 
maintained in the computerized system. 

Perry teaches recommending adequate transition capabilities and security (some form of 
insurance may be provided) are in-place prior to recommending execution of the venture transaction 
agreement (to avoid risks and actual losses is to have a thorough understanding of the proposal, evaluation 
of the risks brings us back to the task of gathering information on the opportunity at hand) (see at least 
paragraphs 0029-0034), wherein the transition capabilities and security are recommended to be in-place in 
accordance with analysis instructions provided in an establish transition capabilities and security 
document electronically maintained in the computerized system. 
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Perry teaches recommending transition costs (cost drivers) and risks (risks) are containable (how 
the fixed costs will be covered and who will cover them) prior to recommending adequate transition 
capabilities and security are in-place, wherein the transition costs and risks are recommended to be 
containable in accordance with analysis instructions provided in a complete preparation document 
electronically maintained in the computerized system (see at least paragraphs 0033-0034). 



Perry docs not specifically leach recommending an analysis team as being formed and funded 
prior to recommending transition cost and risks are containable, wherein the analysis team is 
recommended to be formed and funded in accordance with analysis instructions provided in a pre- 
preparation document electronically maintained in the computerized system. Johnson teaches 
recommending an analysis team as being formed and funded prior to recommending transition cost and 
risks are containable, wherein the analysis team (dedicated cross-functional team) is recommended to be 
formed and funded in accordance with analysis instructions (devote undivided attention to integrating an 
acquisition, coordinated with transaction objectives) provided in a pre-preparation document electronically 
maintained in the computerized system in analogous art of a merger and acquisition best practice 
methodology for the purposes of, "success in integration" (see the second paragraph under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of increased 
success and on-time integration (Johnson, see Integration). 

Perry teaches recommending to transfer knowledge (internal knowledge exchange or database 53) 
to the computerized system, wherein the transferred knowledge compnses 1 > hi < I ' >• 
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analysis Instructions for use in adding to the analysis instructions maintained by the computerized system 
(specific to a given potential customer or to a particular type of deal) (see at least paragraph 0042-0044). 



Perry does not specifically teach wherein the analysis instructions provided by the pre- 
preparation document relate to instructions to facilitate analyzing pre-agreement actions, a deal and 
corporate vision, a venture team transition plan, and a governance structure. Johnson teaches wherein the 
analysis instructions provided by the pre-preparation document relate to instructions to facilitate analyzing 
pre-agreement actions (original merger and acquisition strategy), a deal and corporate vision (new mission 
and business plan to support that mission), a venture team transition plan (cross-functional integration 
team), and a governance structure (Property Management, POS, ERP, HR) in analogous art of a merger 
and acquisition best practice methodology for the purposes of, "how the organization will integrate brands, 
build market presence and refine service and product offerings" (see the fourth paragraph under 
Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of integrating the 
entities by implementing 'best practices'" (Johnson, see Integration). 

Perry does not specifically teach wherein the analysis instructions provided by the complete 
preparation document relate to instructions to facilitate analyzing an information technology vision, a 
transition strategy, and a high level cost roadmap. Johnson teaches wherein the analysis instructions 
provided by the complete preparation document relate to instructions to facilitate analyzing an information 
technology vision (new mission and business plan to support that mission) (see paragraphs under 
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Integration), a transition strategy (transition team), and a high level cost roadmap (Financial metrics) (see 
paragraphs under Evaluation) in analogous art of a merger and acquisition best practice methodology for 
the purposes of, "Evaluation involves identifying and prioritizing the vital measures required to determine 
merger and acquisition success. It should consist of both hard and soft measures and tie back to the 
company's original strategic objectives" (see paragraphs under Evaluation). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the ail would have been motivated to do so for the benefit of better success 
by identifying and prioritizing the vital measures required to determine the merger and acquisition" 
(Johnson, see Evaluation). 

Perry teaches wherein the analysis instructions provided by the negotiate binding agreements 
document relate to Instructions to facilitate analyzing an information technology capabilities agreement 
(Contractual agreements may provide for limits) (see at least paragraphs 0033-0034). 

Perry does not specifically teach wherein the analysis instructions provided the implementation 
document relate to instructions to facilitate analyzing day-one launch requirements and work plan, day-one 
solutions, and closure of a venture team project. Johnson teaches wherein the analysis instructions 
provided the implementation document relate to instructions to facilitate analyzing day-one launch 
requirements ami work plan, day-one solutions, and closure of a venture team project in analogous art of a 
merger and acquisition best practice methodology for the purposes of, "A formal master integration plan 
should be established with dependencies and timeframes attached" (see paragraphs under Integration). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the integration process as taught by Johnson with the method for evaluating a business proposal of 
Perry. One of ordinary skill in the art would have been motivated to do so for the benefit of improving the 
degree of integration of a company's merger and acquisition strategy (Johnson, see Integration). 
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Conclusion 

8. The following prior art made of record and not relied upon is considered pertinent to applicant's disclosure: 

• Myrick et al (U.S. 7,162,427) discloses a structure and method of modeling integrated business 
and information technology frameworks and architecture in support of a business. 

• De Goeij (U.S. Pub. No. 2003/0110070) discloses a method, framework and system for 
organizing, aligning and managing organizations. 

• Sumi et al "Ramp new enterprise information systems in a merger & acquisition environment: a 
case study", Journal of Engineering and Technology Management 19, (2002) 93-104, discloses 
issues and solutions for the integration of enterprise information systems in the merger & 
acquisition (M&A) environment. 

• Ranft et al, "Acquiring New Technologies and Capabilities: A Grounded Model of Acquisition 
Implementation", Organization Science, Vol. 13, No. 4 (Jul.-Aug., 2002), pp. 420-441, discloses 
in-depth cases of high-technology acquisitions and developing an empirically grounded model of 
technology and capability transfer during acquisition implementation. 
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